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H Responsive to communication(s) filed on Apr 6, 1998 — 

Kl This action is FINAL. 

□ Since this aPP»ca,ion is in condition ,0, a»o»» a nce ^"[^oTST " " 
in accordance with the practice under £x parte (toi*, 1935 CD. 11.453 O.G. 21.3. 

A shortened statutory period ,0, response to this action is ^^-j^^^JSZ^^ 

37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 1-26 



Of the above, claim(s) 
□ Claim(s) 



K Claim (s) 1-26 

□ Claim (s) 

□ Claims 



_ is/are pending in the application, 
is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Approved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(aHd). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. {Series Code/Serial Number) — _ • 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: ■ 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper Nofs). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 



U S Patent and Trademark Office 

PTO-326 (Rev. 9-95) 
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Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 

su^alsubjectmktterasawholewo 

having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 

manner in which the invention was made. 

Claims 1-26 are still rejected under 35 U.S.C. 103(a) as being unpatentable over Tipton et 
al (4,594,378). 

Applicants' arguments filed April 6, 1998 have been fully considered but they are not 
persuasive. Applicants argue that the instant claims are directed to lubricating compositions 
comprising a combination of components which provide a specific value in one of the most severe 
shear stability test, namely the taper bearing test, and point out that Tipton et al ["Tipton"] 
contains no disclosure to the degree of shear stability of the lubricating compositions. Applicants 
further argue that there is no teaching in Tipton which would lead a skilled person to the specific 
combination of additives required by the instant claims. Applicants' arguments have been fully 
considered but they are not deemed to be persuasive of patentability since Tipton teaches 
polymeric compositions suitable for use as transmission fluids and as hydraulic fluids which 
encompass the claimed polymeric compositions as set forth in the previous office action. And, 
while not disclosing a specific shear stability test, Tipton teaches the property of shear stability 
and teaches that the polymeric compositions are characterized as having improved shear stability 
while maintaining desirable high and low temperature viscosity characteristics. See col. 1, lines 
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18-22 and col 2, lines 5-26 and lines 45-51. Aside from a showing otherwise, the Examiner is of 
the position that the polymeric compositions of Tipton have the same shear stability as the 
compositions of the instant claims. 

Applicants also argue that Tipton does not teach or suggest the levels of additives 
required in applicants' claims, and argue that the Examples of Tipton fail to provide the required 
levels of polymer (A). Polymer (A) is present in claim 1 in an amount of from about 15% to 
about 40% by weight, and, as set forth in the previous office action, components (A) and (B-2) of 
Tipton encompass polymer (A) of the instant claims. Applicants' argument is not deemed to be 
persuasive since Tipton teaches that components (A) and (B-2) combined add to 0.2% to about 
30% by weight in either a transmission fluid or a hydraulic fluid which overlaps the range of 15- 
40% by weight of the instant claims. The compositions of Tipton are not limited to the 
demonstrative examples. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
of this final action. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ellen McAvoy whose telephone number is (703) 308-25 10. 

The fax telephone numbers for Group 1700 are (703) 395-3599 for Official After Final 
Fax, (703) 305-5408 for Official Non-Final Fax and (703) 306-3429 for Unofficial Fax. 



EMcAvoy 
May 27, 1998 
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